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REMARKS 

Claims 1-16 and 19-20 are pending in the application. Claims 1, 1 1, 14, 19, and 20 nave 
been amended herewith. Favorable reconsideration of the application, as amended, is 
respectfully requested. 

T REJECTIONS OF CLAI M S 1 -1 6. AND 1 TINDER 35 U.S.C. $103 

Claims 1-16, and 19-20 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Applicants' Admitted Prior art (AAP) and U.S. Patent No. 5,75 1,723 ("Vanden"). These 
claims are believed to be allowable for at least the following reasons, 

The inventions denned in independent claims 1, 1 1, 14, 19, and 20 relate to anon- 
conventional use of a field in each payload block of an HDSL frame format which is 
conventionally used for enabling a feature corresponding to Tl or El - Various embodiments of 
the invention utilize the field for transnuttingaportionofthe payload data. 

Independent claims 1, 1 1, 14, 19, and 20 have been amended to former clarify pertinent 
aspects of the invention. Spscifically, independent claims 1, 11, 14, 19, and 20 require 
^yi^ymg tto firid fa every frame for transmission of aportion of the payload data. Support for 
the claim amendments is found generally at page 5, line 36 - page 6, line 4 of the present 
specification referring to FIG. 3 . 

It is respectfully submitted that the claim amendments raise no new issues and would 
simplify issues for appeal. The material added by amendment was inherently present in the 
originally submitted claims. Thus, these amendments are not believed to narrow the claim scope 
as compared to the previous version of claims submitted on November 25, 2003, or raise new 
issues which would require further consideration and/or search. 

Ih the Office Action dated October 6, 2003, the Vanden patent was cited as describing 
unused or vacant bits used for extra data transmission. However, the Vanden patent fails to teach 
OT suggest the above-identified claimed aspect of the invention, i.e., employing the field in every 
frame for transmission of a portion of the payload data as discussed below. 

The Vanden system receives various types of packets. In order to use unused bits, the 
Vanden system must first determine a type of a packet on the fly, thereby creating unused bit 
catalog 125. See, Vanden, column 2, line 55 - column 3, line 8. If the system determines that 
the packet has no vacant or unused bits, me system does not add any additional data to the 
packet. In other words, the Vanden system d ftaa not perform steps 320, 325. and 330 in Fig. 3 
far every frame . Whether ihese steps are actually performed depends on the determination at 
step315. See, Vanden, column 5. lines 8-17. Therefore, it is respectfully submitted that the 
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Vanden system cannot be said to teach or suggest "employing the unused field in every frame for 
transmission" of extra data as claimed. The determination of a packet type and preparation of 
the unused bit catalog would necessarily cost the Vanden system delay of data transmission, and 
complexity of circuitry. Vanden, eg., column 2, fines 57-59. 

By contrast, the claimed invention utilizes an unused field in every frame to transmit a 
portion of the payload data. Specifically, in one exemplary embodiment of the invention, the 
data to be transmitted enters framing circuit 308 at a data rate 8 kbps higher (e.g., 776 kbps) than 
the standard HDSL rate (e.g., 768kHz). Page 5. lines 10-13 of Represent specification. Some 
of the bits in the mwming raw data are directed to the F/Z bit register associated with the 
framing circuit 308. Then, these bits in the F/Z bit register occupy the same position in the 
generated data frames as the F/Z bits would have occupied if the data were transmitted according 
to the Tl or El protocol. There is no need to determine the packet type of the incoming data 
stream as opposed to the Vanden system. This transmission of additional payload data 
correspondingto the F/Zbits is achieved for every frame by utilizing the flexible programmable 
features of the framing circvitry chip set. See, page 5, line 26 - page 6, line 4 of the 
specification. 

Since the framing circuit 308 reconstructs data stream by inserting bits stored in the 
associated F/Z bits into pi^etermmed positions in the data frame for every frame, the 
embodiments of the invention do not require packet type identification as done in me Vanden 
system. In other words, the embodiments of the invention are capable of transmitting the 
payload automatically, without determining the packet type, thereby eliminating delay related to 
the packet type identification as compared to the Vanden system. 

ii view of the foregoing, the Vanden patent cannot be said to remedy the teachings of 
AAP. Therefore, the invention of independent claims 1, 11, 14, 19, and20, and their dependent 
claims are believed to be patentable over the cited art. Withdrawal of the rejections is 
respectfully requested. 
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TT CONCLUSION 

Applicants believe that ail pending claims are in condition for allowance, and respectfully 
request a Notice of Allowance at an early date. Ifthe Examiner believes a telephone conference 
would expedite prosecution of mis application, please telephone the undersigned at 510-843- 
6200, ext. 245. 

Respectfully submitted, 

BEYER "WEAVER & THOMAS, LLP 

Haruo Yawata 

Limited Recognition under 37 CFR § 10.9(b) 

P.O. Box 778 r 
Berkeley, CA 947044778 
Tel: 510-843-6200, ext. 245 
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BEFORE TBE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNTIED STATES PATENT AND TRADEMARK OFFICE 



LIMITED RECOGNITION UNDER 37 CFR § 10.9(b) 

Mr. Haruo Yawata is hereby given limited recognition under 37 CFR § 10.9(b) as an employee of 
Beyer Weaver & Thomas, LLP to prepare and prosecute patent applications wherein the patent 
applicant is the client of Beyer Weaver & Thomas, LLP, and the attorney or agent of record in the 
applications is a registered practitioner who is a member of Beyer Weaver & Thomas, LLP, This 
limited recognition shall expire on the date appearing below, or when whichever of the following 
events first occurs prior to the date appearing below: (i) Mr. Haruo Yawata ceases to lawfully reside 
in the United States, (ii) Mr. Haroo Yawata's employment with Beyer Weaver & Thomas, LLP 
ceases oris terminated, or (iii) Mr. Haruo Yawata ceases to remain or reside in the United States on 
anH-lvisa. 

This document constitutes proof of such recognition. The original of this document is on file in the 
Office of Enrollment and Discipline of the U.S. Patent and Trademark Office. 



Expires; August 28, 2004 



Harry I. Moatz 

Director of Enrollment and Discipline 
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